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waiver is recommended, Patent Coun-
sel shall obtain an indication of agree-
ment by the requestor to the proposed
waiver scope, terms and conditions.

(e) The Patent Counsel will prepare a
Statement of Considerations setting
forth the rationale for either approving
or denying the waiver request and will
forward the Statement to the General
Counsel or designee for review thereof.
While the Statement need not provide
specific findings as to each and every
consideration of § 784.4 or § 784.5 of this
part, it will cover those that are deci-
sive, and it will explain the basis for
the recommended determination.
There may be occasions when the ap-
plication of the various individual con-
siderations of § 784.4 or § 784.5 of this
part to a particular case could conflict,
and in those instances the conflict will
be reconciled giving due regard to the
overall policies set forth in 784.3(a) (1)
through (4).

(f) The Patent Counsel will also ob-
tain comments from the appropriate
DOE program organization to assist
the Patent Counsel in the waiver deter-
mination. Additionally, if any other
Federal Government entity has pro-
vided funding or will be providing fund-
ing, or if a subject invention has been
made in whole or in part by an em-
ployee of that entity, Patent Counsel
shall obtain permission to waive title
to the undivided interest in the inven-
tion from the cognizant official of that
entity. In situations where time does
not permit a delay in contract negotia-
tions for the preparation and mailing
of a full written statement, field Pat-
ent Counsel may submit a rec-
ommendation on the waiver orally to
the Assistant General Counsel for
Technology Transfer and Intellectual
Property, who upon verbal consulta-
tion with the appropriate DOE program
organization, shall provide a verbal de-
cision to field Patent Counsel. All oral
actions shall be promptly confirmed in
writing. In approving waiver deter-
minations, the Secretary or designee
shall objectively review all requests for
waiver in view of the objectives and
considerations set forth in §§ 784.3
through 784.6. If the determination and
the rationale therefor is not accurately
reflected in the Statement of Consider-
ations which has been submitted for

approval, a new Statement of Consider-
ations shall be prepared.

(g) In the event that a request for ad-
vance waiver is approved after the ef-
fective date of the contract, the Patent
Counsel shall promptly notify the re-
questor by letter of the determination
and the basis therefor. The letter shall
state the scope, terms and conditions
of such waiver. If the terms and condi-
tions of an approved advance waiver
were not incorporated in the contract
when executed, the letter shall inform
the requestor that the advance waiver
shall be effective as of the effective
date of the contract for an advance
waiver of inventions identified, i.e.,
conceived prior to the effective date of
the contract, or as of the date the in-
vention is reported with an election by
the contractor to retain rights therein,
i.e., for an invention conceived or first
actually reduced to practice after the
effective date of the contract; provided
a copy of the letter is signed and re-
turned to the Contracting Officer by
the requestor acknowledging the ac-
ceptance of the scope, terms and condi-
tions of the advance waiver. After ac-
ceptance by the contractor of an ad-
vance waiver, the Contracting Officer
shall cause a unilateral no-cost modi-
fication to be made to the contract in-
corporating the terms and conditions
of the waiver in lieu of previous patent
rights provisions.

(h) In the event that a waiver request
is denied, the requestor may, within
thirty days after notification of the de-
nial, request reconsideration. Such a
request shall include any additional
facts and rationale not previously sub-
mitted which support the request. Re-
quest for reconsideration shall be sub-
mitted and processed in accordance
with the procedures for submitting
waiver requests set forth in this sec-
tion.

§ 784.9 Content of waiver requests.
(a) Forms (OMB No. 1901–0800) for

submitting requests for advance and
identified invention waivers, indicating
the necessary information, may be ob-
tained from the Contracting Officer or
Patent Counsel. All requests for ad-
vance and identified invention waivers
shall include the following informa-
tion:
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(1) The requestor’s identification,
business address, and, if represented by
Counsel, the Counsel’s name and ad-
dress;

(2) An identification of the pertinent
contract or proposed contract and a
copy of the contract Statement of
Work or a nonproprietary statement
which fully describes the proposed
work to be performed;

(3) The nature and extent of waiver
requested;

(4) A full and detailed statement of
facts, to the extent known by or avail-
able to the requestor, directed to each
of the considerations set forth in
§§ 784.4 or 784.5 of this part, as applica-
ble, and a statement applying such
facts and considerations to the policies
set forth in § 784.3 of this part. It is im-
portant that this submission be tai-
lored to the unique aspects of each re-
quest for waiver, and be as complete as
feasible; and

(5) The signature of the requestor or
authorized representative with the fol-
lowing statement: ‘‘The facts set forth
in this request for waiver are within
the knowledge of the requestor and are
submitted with the intention that the
Secretary or designee rely on them in
reaching the waiver determination.’’

(b) In addition to the requirements of
paragraph (a) of this section, requests
for waiver of identified inventions shall
include:

(1) The full names of all inventors;
(2) A statement of whether a patent

application has been filed on the inven-
tion, together with a copy of such ap-
plication if filed or, if not filed, a com-
plete description of the invention;

(3) If a patent application has not
been filed, any information which may
indicate a potential statutory bar to
the patenting of the invention under 35
U.S.C. 102 or a statement that no such
bar is known to exist; and

(4) Where the requestor is the inven-
tor, written authorization from the ap-
plicable contractor or subcontractor
permitting the inventor to request a
waiver.

(c) Subject to statutes, DOE regula-
tions, requirements, and restrictions
on the treatment of proprietary and
classified information; all material
submitted in requests for waiver or in
support thereof will be made available

to the public after a determination on
the waiver request has been made, re-
gardless of whether a waiver is grant-
ed. Accordingly, requests for waiver
should not normally contain informa-
tion or data that the requestor is not
willing to have made public. If propri-
etary or classified information is need-
ed to make the waiver determination,
such information shall be submitted
only at the request of Patent Counsel.

§ 784.10 Record of waiver determina-
tions.

The Assistant General Counsel for
Technology Transfer and Intellectual
Property shall maintain and periodi-
cally update a publicly available record
of waiver determinations.

§ 784.11 Bases for granting waivers.
(a) The various factual situations

which are appropriate for waivers can-
not be categorized precisely because
the appropriateness of a waiver will de-
pend upon the manner in which the
considerations set forth in §§ 784.4 or
784.5, and 784.6 if applicable, of this
part relate to the facts and cir-
cumstances surrounding the particular
contracting situation or the particular
invention, in order to best achieve the
objectives set forth in § 784.3 of this
part. However, some examples where
advance waivers might be appropriate
are:

(1) Cost-shared contracts;
(2) Situations in which DOE is pro-

viding increased funding to a specific
ongoing privately-sponsored research,
development, or demonstration
project;

(3) Situations such as Work for Oth-
ers Agreements, User Facility Agree-
ments or CRADAs, involving DOE-ap-
proved private use of Government fa-
cilities where the waiver requestor is
funding a substantial part of the costs;
and

(4) Situations in which the equities of
the contractor are so substantial in re-
lation to that of the Government that
the waiver is necessary to obtain the
participation of the contractor.

(b) Waivers may be granted as to all
or any part of the rights of the United
States to an invention subject to cer-
tain rights retained by the United
States as set forth in § 784.12 of this
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